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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

In re: Registration No. 3,009,990 

 Trademark: ENTELLECT 

 Registered November 1, 2005 

 

INTELLECT TECHNICAL SOLUTIONS, INC. 

 

    Petitioner, 

 

v. 

 

MILENA SONI, 

 

    Respondent. 

 

 

 

 

 

 

Cancellation No.:  92050920 

 

MOTION TO COMPEL 

 

Petitioner, Intellect Technical Solutions, Inc. (“Intellect”), by and through its undersigned 

counsel, moves this Board for entry of an order compelling Respondent to provide documents 

responsive to requests 1 and 2 of Petitioner's Second Request for Production to Respondent.  A 

copy of Petitioner's Second Request for Production to Respondent, as served on Respondent 

(Exhibit A), as well as Respondent's responses thereto (Exhibit B) are attached. 

Petitioner requests that proceedings be suspended until after this Motion and Petitioner's 

Motion for Leave to File Amended Petition to Cancel, filed on March 10, 2010 (“Motion to 

Amend”) are resolved.  Petitioner requires Respondent's complete discovery responses to prepare 

its testimony evidence and requires resolution of the Motion to Amend to prepare its motion for 

summary judgment. 

As is detailed below, Petitioner has made several good faith attempts to resolve the issues 

raised by this motion, but has been unsuccessful. 
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As grounds in support of this Motion, Intellect states as follows: 

Brief History of Proceedings 

Petitioner filed this proceeding on May 6, 2009, after its application for registration of the 

service mark INTELLECT was rejected based on a likelihood of confusion between 

Respondent's registration and Petitioner's mark, and after attempts to settle the disputes between 

the parties broke down. 

Petitioner served its First Set of Interrogatories to Respondent and First Request for 

Production to Respondent on October 5, 2009.  Respondent served its First Set of Interrogatories 

to Petitioner, First Set of Requests for Production of Documents to Petitioner, and First Set of 

Requests for Admission to Petitioner all on December 24, 2009.  A protective order was 

submitted for approval of the Board on January 15, 2010 and was approved on January 21, 2010.  

Petitioner has responded to each of Respondent's interrogatories and requests for 

admission.  To date, Petitioner has also provided one thousand, seven hundred forty-four pages 

of documents to Respondent in response to Respondent's requests.  In contrast, Respondent has 

provided only seventy-five pages of documents to date, most of which are documents in the 

publicly available prosecution history of Respondent's registration or are copies of letters and 

documents provided by Petitioner to Respondent during the course of the parties' attempts to 

resolve this dispute.  

On January 20, 2010, after Respondent's counsel declined to respond to repeated requests 

for dates during which Respondent would be available for deposition, Petitioner noticed 

Respondent's deposition for February 4, 2010.  On February 1, 2010, Respondent's counsel 

notified Petitioner that Respondent would not be available to attend deposition on that date.  

After email exchanges between Petitioner's counsel and Respondent's counsel, Respondent's 
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attorney agreed to make Respondent available for deposition on February 9, 2010, and Petitioner 

agreed to reschedule the deposition for that date.   

Petitioner took Respondent's deposition on February 9, 2010.  During that deposition, 

Respondent offered testimony that, for the first time, gave Petitioner notice that there are bona 

fide issues with respect to whether Respondent has used the mark in question in connection with 

the services in Respondent's registration. 

Petitioner notified Respondent's counsel of its intention to seek leave to amend its 

Petition of Cancellation in light of Respondent's deposition testimony.  Respondent's counsel 

objected vigorously.  Petitioner's counsel delayed the filing of its motion until Respondent 

received its official copy of the deposition (which was provided on March 3, 2010) and had a 

reasonable period of time to review that transcript.  When no resolution was reached between the 

parties, Petitioner filed the Motion to Amend on March 10, 2010. 

On February 11, 2010, two days after Respondent's deposition, Petitioner served 

Petitioner's second set of discovery requests on Respondent, which requests were targeted to 

address issues newly raised in Respondent's deposition and to seek narrowed discovery in hopes 

of resolving objections to Petitioner's first set of discovery requests.  The second set of requests 

included twelve new interrogatories and twenty-six additional document requests.  The second 

set of requests also included one hundred fifty-four requests for admission, primarily targeted at 

narrowing the issues in this proceeding and resolving Petitioner's concerns regarding the lack of 

discovery provided by Respondent. 

  Prior to serving Petitioner's second set of discovery requests, Petitioner contacted 

Respondent's counsel in three emails (copies of which are attached as Exhibit C) and spoke to 

Respondent's counsel via telephone, regarding the lack of substantive responses from 
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Respondent.  Respondent's counsel declined to respond to the email communications, which 

were sent on January 6, 2010, January 8, 2010 and February 1, 2010.  When contacted by 

telephone, Respondent's counsel stated that he had no further documents to provide and that 

Respondent had no intentions to supplement her responses at that time.  Respondent then 

required that Petitioner provide a detailed list of responses that Petitioner believed to be 

inadequate.  In hopes that the responses to the Petitioner's second set of discovery requests, and 

in particular the responses to Petitioner's requests for admission, would limit the issues in 

contention between the parties with respect to Respondent's discovery responses, Petitioner 

waited for Respondent's second set of responses. 

Respondent's second set of responses were served on March 15, 2010.  Based on those 

responses, Petitioner provided Respondent with a detailed list of responses that Petitioner 

believed to be inadequate (a copy of which is attached hereto as Exhibit D).  Following the 

receipt of that email, Petitioner's counsel and Respondent's counsel conferred by telephone 

regarding the disputed responses.  On March 24, Respondent's counsel informed Petitioner's 

counsel via telephone that Respondent would supplement her responses in ten days.  

Respondent's counsel declined, however, to provide any specific information regarding what new 

information and documents would be provided.  In response to Petitioner's counsel's direct 

question regarding whether the documents that are the subject of the present motion would be 

provided with the supplemental responses, Respondent's counsel stated that he “did not know.” 

Repeatedly during the negotiations between counsel relating to the discovery issues, 

Petitioner's counsel noted Respondent's delays in substantively responding to Petitioner's 

discovery requests would materially prejudice Petitioner's ability to meet its obligations under 

the scheduling order, and requested that Respondent stipulate to an extension of time in order to 
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allow the discovery issues to be resolved.  Respondent's counsel has consistently refused to 

consent to any extensions.  In the most recent set of conversations between Respondent's counsel 

and Petitioner's counsel, Respondent's counsel said that he would review the question of a 

stipulated motion for an extension of time with his co-counsel.  During the conversation that took 

place on March 24, Respondent's counsel informed Petitioner's counsel that they refused to 

stipulate to any extension of time, regardless of the fact that Respondent agreed to supplement its 

discovery responses, and those supplemented responses would not be provided until after 

Petitioner's pre-trial disclosures were due.  Petitioner's counsel informed Respondent's counsel 

that, absent a stipulation to extend time at least until the supplemented responses were made 

available, Petitioner would have no choice other than to compel disclosure and seek a suspension 

of the proceedings.  Respondent's counsel repeated that Respondent would not stipulate to an 

extension of time. 

Documents Evidencing Respondent's Use of its Mark in Commerce 

In its First Request for Production to Respondent, Petitioner requested documents 

identifying customers who purchased services from Respondent, documents evidencing income 

received from the use of the mark, and documents evidencing expenses incurred in connection 

with use of the mark.  To date, no such documents have been provided. 

In Respondent's responses to Petitioner's Requests for Admission, in her responses to 

requests number 127-140 (copies of Respondent's responses to which are attached as Exhibit E), 

Respondent admitted that she identified income earned and expenses incurred in connection with 

the registration that is the subject of this proceeding in her federal and state tax returns. Those tax 

returns were specifically requested in requests 1 and 2 of Petitioner's Second Request for 

Production to Respondent, which are the subject of this motion.  In its response, however, 
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Respondent refused to provide such returns to Petitioner, even in light of the fact that no other 

financial records have been provided, a protective agreement is in place, and Petitioner explicitly 

instructed that such returns could be reasonably redacted to protect financial information not 

related to Respondent's use of the mark (see Exh. A at ¶5).  As of the date of this filing, 

Respondent's counsel has refused to confirm that Respondent will provide the requested 

documents in its supplemented responses.  Accordingly, Petitioner respectfully requests that the 

Board compel Respondent to provide the documents requested in requests 1-2 of Petitioner's 

Second Requests for Production to Respondent. 

Respondent's Undertaking to Supplement Responses 

Petitioner notes that the discovery disputes between the parties extend beyond the 

specific document requests raised in this motion.  Respondent's counsel has stated that 

Respondent will “supplement its responses.”   Respondent's counsel, however, has not 

undertaken to provide the documents that are the subject of this motion.  Given the deadlines 

present in this case, Respondent's refusal to provide meaningful discovery to date, and 

Respondent's refusal to stipulate to any extensions, Petitioner cannot delay the filing of this 

motion until Respondent further supplements its responses. 

If Respondent provides supplemented responses and documents that adequately respond 

to Petitioner's discovery demands, Petitioner will voluntarily withdraw it request that the Board 

compel Respondent to respond to Petitioner's discovery requests.  If Respondent declines to fully 

address each and every disputed discovery request in its supplemented responses, Petitioner will 

file an amended Motion to Compel addressing those areas in which Respondent's responses 

remain deficient.  
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Respondent's Duty to Participate in Discovery in Good Faith 

 Petitioner respectfully argues that Petitioner is entitled to financial records evidencing 

Respondent's use of the mark that is the subject of the registration at issue, and evidencing 

expenditures made in connection with advertising and promotion of services offered in 

connection with that mark.  Petitioner's requests are particularly reasonable given the issues of 

non-use raised in Respondent's deposition and addressed more fully in Petitioner's Motion to 

Amend, which includes relevant excerpts from the transcript of Respondent's deposition.  

 Petitioner further argues that Respondent's lack of disclosure to date, together with  

Respondent's refusal to state whether or not the specific documents that are the subject of this 

motion will be provided, conflict with Respondent's discovery obligations under the rules of the 

Board and the applicable Federal Rules of Civil Procedure.   

 WHEREFORE, Petitioner respectfully requests that the Board grant this Motion to Compel 

Discovery and suspend the present proceeding until the discovery issues raised herein and 

Petitioner's Motion to Amend have been resolved. 

Respectfully submitted, 

 

 

 

Date: March 26, 2010           

       William G. Giltinan 

       Carlton Fields, P.A. 

       P.O. Box 3239 

       Tampa, FL  33601-3239 

       (813) 223-7000 

       Attorney for Petitioner 

 

 

 

 



 

  
16592166.2  

8 

CERTIFICATE OF SERVICE 

 

I hereby certify that I served the foregoing Petitioner's Motion to Compel counsel at the 

following addresses: 

 

Surjit P. Soni 

Ronald E. Perez 

WooSoon Choe 

The Soni Law Firm 

35 N. Lake Ave. #720 

Pasadena, CA 91101 

 

 

via First Class United States Mail, postage prepaid, and deposited with the United States Postal 

Service on March 26, 2010.  

 

 

Dated:  March 26, 2010    _______________    

       William G. Giltinan 

 




























































































